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DETAILED ACTION 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-20 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claims 1, 2, 6, 7, 9, 13 and 14 recite the term material. It is not clear if the term material 
refers to the disaccharide or trisaccharide or the anhydride or any other material that contains 
these three substances. For the purpose of prosecution it is interpreted to mean either. 

Claims 2 and 9 recite, "wherein the disaccharide or trisaccharide material comprises 
cellobiose". Since cellobiose is a disaccharide, it is not clear what "disaccharide or trisaccharide 
material comprises cellobiose" means. A similar recitation is seen in claim 18. Clarification is 
needed. 

Claims 3, 10 and 19 recite a-content. It is not clear what a-content means. If appUcants 
intend a-anomer content the claim should be reworded to convey the same. The recitation is 
treated as a-anomer content. 

In claims 6-7 and 13-14, the limitations are drawn to an anhydride material. It is not clear 
if the said anhydrides are part of the composition since these anhydrides are recited as reagents in 
the process steps of claim 1. Since claim 1 is a product-by-process claim, it will be treated as a 
product claim. Hence the said anhydrides are not considered as part of the composition. 
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Claim 17 is a substantial duplicate of claim 1. Both claims are drawn to a disaccharide or 
a trisaccharide mixed fatty acid ester having the same percentage range for the C9 ester groups 
and the Ce, C7, Cg, Cio, C\ 1 or C12 ester group. Claim 1 is a product by process claim. Patentable 
weight is not given to the process steps in claim 1. Claims 18-20 are also dupUcates of claims 2-4 
respectively. Claims 17-20 should be cancelled. 

Claims that depend from a rejected base claim that are unclear/indefinite are also 
rendered unclear/indefinite and are rejected for the same reasons. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 1-7 and 17-20 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Franklin et al (US 6,248,312). 

Claim 1 is drawn to a composition consisting essentially of a disaccharide or 
trisaccharide mixed fatty acid ester having a C9 ester group and one or more of Ce, C7, Cg, Cio, 
Ci 1 or C12 ester groups wherein the mixed fatty acid ester has a degree of substitution of from 
about 50% to 99% of the C9 ester group and from about 1% to about 50% of the Ce, C7, Cg, Cio, 
Cii or C12 ester group. Dependent claims 2-5 are drawn to the disaccharide being cellobiose; the 
alpha content being greater than 75% and the fatty acid ester having less than about 15 wt.% of 
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branched fatty acid ester groups and the composition not containing trifluoroacetic acid. Claims 
6 and 7 are drawn to the percentage of fatty acid anhydride used in the process for making the 
composition of claim 1, Claim 17 is drawn to a composition consisting essentially of a 
disaccharide or trisaccharide mixed fatty acid ester having a C9 ester group and one or more of 
Ce, C7, Cg, Cio, Ci 1 or Cn ester groups wherein the mixed fatty acid ester has a degree of 
substitution of from about 50% to 99% of the C9 ester group and from about 1% to about 50% of 
the C6, C7, Cg, Cio, Cii or C12 ester group. Claims 18-20 recite limitations that are same as 
dependent claims 2-4. 

Franklin et al teach a composition comprising esterified cellobiose (col. 24, lines 10-30). 
The cellobiose has C9 and Cio ester groups in equimolar ratio since Franklin et al teach that the 
"Esterified C9 /Cio denotes cellobiose esterified with an equimolar mixture of mixture of 
nonanoic acid and decanoic acid" (col. 24, lines 11-13). This constitutes the composition of 
instant claim 1. Claim 1 is a product-by-process claim. "Even though product-by-process claims 
are limited by and defined by the process, determination of patentability is based on the product 
itself The patentability of a product does not depend on its method of production. If the product 
in the product-by-process claim is the same as or obvious from a product of the prior art, the 
claim is unpatentable even though the prior product was made by a different process." In re 
Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). The cellobiose used in the 
composition of Franklin is a disaccharide (limitation of claim 2). The cellobiose esters have an 
alpha content of more than 75% (col. 18, lines 20-45; limitation of claim 3). Since the acids used 
in the esterification of cellobiose are nonanoic and decanoic acid, which are straight chain acids, 
the cellobiose mixed ester has no branching in the ester chain (less than 15 wt. % of branched 
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fatty acid ester groups; limitation of claim 4). Even though the procedure of Franklin recites the 
use of trifluoroacetic anhydride, which could be a source of trifluoroacetic acid, the esterified 
cellobiose was recrystallized 4 times (col. 18, 7-9 and lines 17-19). This should have removed 
trifluoroacetic acid impurity in the ester. Hence, the composition of Franklin et al is free of 
trifluoroacetic acid (limitation of claim 5). 

Claims 6 and 7 are drawn to the composition of claim 1. The limitations drawn to the C9 
fatty acid anhydride material and the non-Cg fatty acid anhydride material are not given 
patentable weight since they are both drawn to the limitations that are in the process steps of 
claim 1 and claim 1 is treated as a product claim. Hence, the teaching of Franklin et al meets the 
limitations of claims 6,7 and also claims 17-20. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 8-16 are rejected under 35 U.S.C. 102(b) as being anticipated by Takada et al 
(liquid Crystals, 1995, 19(4), 441-448). 

Claim 8 is drawn to a composition consisting essentially of a disaccharide or a 
trisaccharide C9 fatty acid ester having a degree of substitution of from about 50% to about 99% 
of the C9 ester group. Dependent claims 9-16 recite limitations drawn to the composition of 
claim 8 wherein the di or trisaccharide is cellobiose, wherein the alpha-content is greater than 
about 75%, wherein the C9 fatty acid ester has less than 15 wt. % of branched fatty acid ester 
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groups, wherein the composition does not contain trifluoroacetic acid, limitation drawn to the 
content of the anhydride material used and the degree of substitution of the C9 fatty acid ester. 

Takada et al teach a composition comprising the C9 fatty acid ester of alpha-cellobiose 
that has been recrystallized more than three times from THF/methanol mixture. The 
recrystallization mixture comprising the cellobiose C9 fatty acid ester in THF/methanol after the 
third recrystallization constitutes the composition of claim 8 (page 442, left column, section 2.2). 
Claim 8 is a product by process claim. Hence, how the compostion is prepared is not given 
patentable weight. It is treated as a product claim. "Even though product-by-process claims are 
limited by and defined by the process, determination of patentability is based on the product 
itself. The patentabiUty of a product does not depend on its method of production. If the product 
in the product-by-process claim is the same as or obvious from a product of the prior art, the 
claim is unpatentable even though the prior product was made by a different process." In re 
Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). The cellobiose in Takada's 
composition is a disaccharide (limitation of claim 9) and the corresponding C9 ester obtained has 
an alpha content of 97% (page 442, right column. Table 1, sample a-9). Since Takada teaches 
the esterification using the corresponding alkanoic acid (in the instant case nonanoic acid-a linear 
C9 acid) the composition of Takada has no branched fatty acid ester groups. This meets the 
limitation of claim 1 1 (less than 15 wt. % of branched fatty acid ester group). Even though the 
procedure of Takada recites the use of trifluoroacetic anhydride, which could be a source of 
trifluoroacetic acid, the esterified cellobiose was recrystaUized more than 3 times (page 442, 
right column, section 2.2). This should have removed trifluoroacetic acid impurity in the ester. 
Hence, the composition of Takada is free of trifluoroacetic acid (limitation of claim 12). Since 
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the cellobiose C9 ester is prepared using an excess of the corresponding acid (page 442, section 
2.2; 8 eq. to the hydroxy groups) the cellobiose should have a degree of substitution of from 50% 
to about 90% (Umitation of claim 16). The composition of Takada et al also meets the limitations 
of claims 13-15. Claims 13-15 are drawn to the composition of claim 8 but recite limitations 
drawn to the anhydride material used in the process step of claim 8. Hence this limitation is not 
given patentable weight. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ganapathy Krishnan whose telephone number is 571-272-0654. 
The examiner can normally be reached on 8.30am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James O. Wilson can be reached on 571-272-0661. The fax phone number for the 
organization where this appUcation or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
AppUcation Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). / ^ 



Conclusion 



Claims 1-20 are rejected 



GK 




